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US prepares to adopt 
world patent standards 
• First-to-invent rule would be dropped 
• Talks, bills seek harmony with Europe, Japan 
Washington & Tokyo 
LAsT year, as the US Patent Office threw a 
celebration to mark the issuance of its five 
millionth patent, it neglected to mention one 
embarrassing detail. Because of a funda
mental incompatibility between the patent 
laws ofthe United States and the rest of the 
world, the University of Florida researchers 
who had filed for the patent had inadvert
ently lost all their non-US rights. They had 
published their invention - a way to tum 
biomass into ethanol - before filing for a 
patent. That is fine under US law, but it 
voids their claim anywhere else in the world. 

Unfortunately for US researchers, such 
setbacks are only too common. But an end 
may be in sight. Pressured by pharmaceu
tical and biotechnology companies, among 
others, the United States is preparing to 
harmonize its system with those of Europe 
and Japan. 

The proposed changes - contained in 
both ongoing international negotiations 
and bills pending before Congress - are 
intended to preserve the free flow of infor
mation by retaining those aspects of the 
US system that allow scientists to publish 
their results before they are ready to file a 
patent. But in making concessions to con
form to world standard, US officials also 
expect Europe and Japan to change their 
systems to give US inventors a better shot 
at foreign markets. 

US patent law is based on the principle 
of 'first to invent'. No matter when a 
patent application is filed or who files it, 
US property rights go to the person who 
can prove (with a notarized laboratory 

notebook or the like) that they made the 
invention first. A one-year grace period 
gives US inventors the opportunity to 
publish first and file later. But in Europe, 
Japan, Canada- everywhere else in the 
world except for the Philippines, in fact
the rule is 'first to file'. 

As a result, hundreds of US inventors 
each year lose all rights outside of the 
United States by publishing accounts of 

their discoveries in scientific journals. Even 
variations on the invention are often lost 
when foreign companies see the articles 
and beat the inventors to the European or 
Japanese patent offices with modified ver
sions of the published work. 

Negotiations now underway would 
change all that. Chief among them is re
placing the first-to-invent policy with a 
first-to-file. In exchange for this conces
sion, the United States wants Europe and 
Japan to adopt a one-year grace period and 
policies that would shorten patent reviews 
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and close loopholes. Under these rules, 
inventors could still publish (and file for a 
patent within a year), or file before pub
lishing. But they would no longer be able 
to use a notarized laboratory notebook to 
contest a patent filed by somebody else. 

Although the spirit of reform is strong, 
working out an agreement on the details is 
not easy. International patent negotiations 
are taking place on parallel tracks: one is 
under the auspices of the United Nations' 
World Intellectual Property Organization 
(WIPO), and the second is part of the 
continuing General Agreements on Tar
iffs and Trade (GATT) negotiations. But 
the GATT talks are deadlocked, and the 
WIPO negotiations are tangled in the con
cerns of the developing world. 

Nevertheless, momentum for change 
is building within the United States. Ear
lier this month, bills to harmonize US 
patent law with foreign systems were in
troduced by Senator Dennis DeConcini 
(Democrat, Arizona), the chairman of the 
patents, copyrights, and trademarks sub
committee of the Senate Judiciary Com
mittee, and Representative William 
Hughes (Democrat, New Jersey), chair
man of the intellectual property and judi
cial administration subcommittee of the 
House Judiciary Committee. Next week 
(30 April) the two legislators will hold a 
joint hearing on the subject. 

The bills offer several changes to cur
rent US law, many of which the US Patent 
Office has already proposed. Overall, they 
aim to bring US patent law in line with a 
future international treaty. If passed, the 
bills would modify the US law to include: 
• First-to-file: as a practical matter, most 
large US companies already file patent 
applications in Europe, Japan and the 
United States before publication to avoid 
losing their foreign patents rights. But 
smaller companies and universities often 
cannot afford such expensive measures 
(a US patent application typically costs 

(continued on page 646) 

Patent office drops plan to raise fees 
AfTER falling twice to convince Congress that small-scale Inven
tors do not deserve a price break, the US Patent and Trademark 
Office (PTO) has dropped its opposition to such a discount. 

Harry Manbeck, who Is stepping down next week as patents 
commissioner, says that his office will not request a large 
increase In the fees paid by small-scale inventors over the 17-
~ar life of their patents in legislation that Is being drafted to 
reauthorize the agency. In 1990 ancl1991 the patent office tr1ed 
to equalize the fees paid by all Inventors, which are currently twice 
as high for big companies. Instead, Manbeck says, the agency 
will ask only for a modest increase, tied to the cost-of-IMng index, 
in a bill expected to be introduced next month. 

The PrO's change of heart Is a victory for lndMduals, 
universities, non-profit research organizations and small busi
nesses. Such entitles now pay on average a total of $3,600 to 
retain a patent over its lifetime. Inventors who fail to pay 
maintenance fees, due during the fourth, eighth and twelfth 
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years forfeit their patent. 
The patent office had argued that the discount was needed 

to help It become self-supporting, as decreed by the 1990 
budget agreement between the Bush administration and Con
gress that barred any federal subsidies. Patent officials said 
that the discount, In effect, forced large companies to subsi
dize the patent rights of small-scale inventors. 

But small inventors convinced Congress that a higher 
maintenance fees would weaken the US economy in the long 
run by forcing them to abandon promising discoveries. Even 
large companies defended the discount, perhaps in recogni
tion of all the good ideas that have originated in a university 
laboratory or private backyard. 

The PTO has learned its lesson, says Manbeck. •Now that 
It's been considered In Congress-, he says, ·the Administr&
tion Is perfectly satisfied to continue the current situation•. 

TI'IICI Wldlton 
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(continued from page 645) 
between $7,000 and $10,000). 
• Grace period: to encourage rapid pub
lication of scientific results, the bills would 
offer a one-year grace period after publi
cation during which an inventor can file a 
patent application. Japan currently has a 
six-month grace period; Europe has none. 
The bills would also institute a low-cost 
'place-holder' process that would allow 
inventors to file a bare-bones application 
for initial review. 
• Publication after 18 months: US law 
allows a patent to be kept secret until it is 
issued. In the case of a patent on the inte
grated circuit, the inventor used various 
legal devices to keep it out of the hands of 
the computer industry for 16 years. Japan 
and Europe want the US Patent Office to 
make a patent application publicly avail
able after 18 months (as the Japanese 
system requires) to avoid such situations. 
• Breadth of claims: Japan, in particular, 
has traditionally allowed inventors to claim 
only a very narrow patent- one variation 
of a chemical structure, for example. 
This has forced foreign companies to 
cross-license technologies to Japanese 
companies. Recently, however, newly 
industrialized countries such as Korea and 
Taiwan have begun taking advantage of 
the narrow claims to move in on Japanese 
inventions. Japan now looks more favour
ably on permitting broader claims-known 
as a 'doctrine of equivalents' - as part of a 
harmonization treaty. 

Although the proposed legislation re
flects much of the current thinking at the US 
Patent Office and among US industry, its 
real purpose is to build a consensus for the 
international negotiations. Delegates at the 
WIPO talks have also discussed a 'native
tongue' provision that would incorporate 
both the original and the translated ver
sions of an invention (to avoid a situation 
that often comes up in Japan, in which a 
faulty translation can invalidate an entire 
p,atent). And US companies are seeking a 
change in the Japanese law that would 
make it harder for companies to tie up 
competing patent application for years by 
filing multiple 'oppositions' during the 
evaluation period. Japanese companies are 
understandably resisting this effort. 

WIPO negotiators are hoping to achieve 
a treaty by the summer of 1993, but the talks 
are slowed by the one-nation, one-vote rule. 
That is less of a concern within GATT, in 
which trade determines the number of votes 
allotted to each country and where the 
agenda is set by the industrial world. 

Experience has shown that such talks 
invariably take longer than expected. But 
thanks to a consensus on the need for 
greater harmony, the remaining question 
is not whether, but rather how much, the 
United States, Europe and Japan are 
willing to bend to fit the mould. 
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UK SCIENCE POLICY------------------

Out of many, one 
London 
THE Conservative party, fresh from its 
narrow electoral victory, has turned away 
from its philosophy of decentralization in 
a restructuring of science and technology 
policy in Britain. 

Under a new arrangement announced 
last week, responsibility for science and 
technology has been transferred from the 
Department of Education and Science 
(DES) to the Cabinet Office and the new 
Office of Science and Technology (OST). 
The office will be run by the govern
ment's chief science advisor, William 
Stewart, and will incorporate both the 
Advisory Council on Science and Tech
nology (A COST) and the Advisory Board 
to the Research Councils(ABRC). A COST 
advises the government on priorities in 
home and international science, while the 
ABRC communicates the needs of the 
research councils to the government and 
allocates the resulting slice of the budget. 

The new body falls under the control of 
the Chancellor of the Duchy of Lancaster, 
William Walde grave, who was previously 
Secretary of State for Health. This means 
that for the first time since 1959 there 
is a minister of Cabinet rank with 
responsibility for science. 

In a statement released last week, 
Waldegrave indicated that the changes 
were motivated by the wish to have a 
high-ranking minister representing Brit
ish science in Brussels, and reflect the 
government's continuing interest in 
science. Although the changes take effect 
immediately, an agenda will not be set 
until a reconvened Parliament approves 
the reorganization. 

Waldegrave is also responsible for the 
civil service and the Citizen's Charter, an 
on-going programme for setting stand
ards of public service. As such, securing 
the annual allocation of funds for the re
search councils will be his only financial 
mission. 

Waldegrave will be assisted in his du
ties by Robert Jackson, who has moved 
from the Department of Employment. 
Jackson had been responsible for higher 
education and science when it was part of 
the DES from 1987 to 1990. Although he 
made some enemies in the scientific com
munity (the pressure group British Scien
tists Abroad has called him the 'rottweiler 
of academia' because of his insistence that 
the 'brain drain' was a myth), most com
mentators are pleased that the position has 
gone to an experienced administrator. 

The creation of the Office of Science 
and Technology has been greeted with 
guarded enthusiasm from the scientific 
community. The chief criticism has been 
that the new structure further widens the 
gulf between the universities and 
polytechnics and research. 

"Having someone in the Cabinet whose 
only financial responsibility is science is a 
great step ahead," commented Sir Eric 
Ash, rector of Imperial College, London. 
"But one part I do find troublesome is that 
the Department of Education will retain 
responsibility for some of the science 
budget. This is a problem that needs to be 
sorted out." 

Many commentators share the view 
that keeping open the lines of communica
tion between science and education will 
be of paramount importance. But they 
point out that the gap has been widening 
and that the previous secretary of state for 
education, Kenneth Clarke, gave short 
shrift to science. 

"With the problems afflicting science 
at the present time, I am almost glad to see 
science removed from the DES, although 
there are dangers in that", commented 
Lord Flowers, chairman of the select com
mittee on science and technology in the 
House of Lords. Reports from this com
mittee have criticized the government's 
handling of science funding. 

Lord Flowers also said that the rela
tionships between the research councils 
and other government departments -
between the Agricultural and Food Re
search Council and the Ministry of Agri
culture, or the Medical Research Council 
and the Department of Health for instance 
- might also benefit from increased 
attention. "I believe it needs a lot of 
thought", he says about those ties. "At the 
moment, the Prime Minister can decide to 
do anything he wants. He could prevent a 
lot of internecine arguments." 

Given that science was barely an issue 
in the recent election, the creation of the 
OST has come as a surprise to many peo
ple in the United Kingdom. Not the least 
of these is the Labour Party, whose pre
election manifesto proposed something 
remarkably similar to the OST. 

"Imitation is the sincerest form of flat
tery," commented Jeremy Bray, Labour's 
science and technology spokesman, in 
welcoming the move. However, he main
tained that the government had adopted 
the structure without also taking on the 
party's underlying strategy for science. 

"Nothing has been said about the coor
dination of research and development 
across departments" says Bray. "Nothing 
has been said about integrating policy 
research and statistical services for 
government into the Office." 

Whether the OST is the whole story or 
is just the first of a number of adjustments 
to the way that the government handles 
science and technology will not be clear 
for at least the next few months. Word 
from the inside has it that the shaking
down process has some way to go before 
the results are clear. lan Mundell 
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